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Opi nion by Chapman, Adm nistrative Trademark Judge:
Master Builders, Inc. (a Delaware corporation with
its principal place of business in Clevel and, Ohio)
(hereinafter Master Buil ders), ChenRex, Inc. (a Del aware
corporation with its corporate headquarters in Shakopee,

M nnesota) (hereinafter ChenRex), and MBT Hol ding AG (a
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Switzerland corporation with its principal place of

busi ness in Zurich) (hereinafter MBT Holding) jointly
filed five separate petitions to cancel five

regi strations owned by Polynerica, Inc. (a Ceorgia
corporation located in Carrollton, Georgia) (hereinafter
Pol ymerica or respondent). Respondent’s five
registrations are for the marks shown bel ow for the goods

identified therein:

! Registration No. 1,885,743, issued March 28, 1995 for

“wat er proofing conpound for application to concrete floors and
decks.” Section 8 affidavit accepted. The clained date of
first use and first use in comrerce is Septenber 14, 1990. This
registration is the subject of Cancellation No. 92030319, which
was filed by petitioners on March 27, 2000.

2 Regi stration No. 1,885,741, issued March 28, 1995 for “epoxy
compound applied as a surface coating to restore and protect
concrete slabs and floors.” Section 8 affidavit accepted. The
claimed date of first use and first use in comrerce is July 12,
1990. This registration is the subject of Cancellation No.
92030502, which was filed by petitioners on March 27, 2000.
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3 Regi stration No. 1,889,531, issued April 18, 1995 for “epoxy
compound applied as a surface coating to restore and protect
concrete slabs.” Section 8 affidavit accepted. The cl ai ned
date of first use and first use in comrerce is May 11, 1990.
This registration is the subject of Cancellation No. 92030392,
which was filed by petitioners on April 4, 2000.

4 Registration No. 1,889,532, issued April 18, 1995 for “epoxy
material for bonding skid resistant materials to hardened
concrete.” Section 8 affidavit accepted. The clainmed date of
first use and first use in comrerce is Cctober 15, 1993. This
registration is the subject of Cancellation No. 92030394, which
was filed by petitioners on April 4, 2000.

° Registration No. 1,889,533, issued April 18, 1995 for
“decorative thin-set epoxy surfacing conpound.” Section 8
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The Pl eadi ngs

Subsequent to petitioners’ filing the five separate
petitions to cancel, they filed separate first amended
petitions to cancel in Cancellation Nos. 92030319 and
92030502 on March 31, 2000, and a first anended petition
to cancel in Cancellation No. 92030392 on May 12, 2000.
These anended pl eadi ngs were accepted by the Board in
separate orders. Utimately, all five petitions to
cancel were consolidated by Board order dated August 2,
2000 granting petitioners’ consented notion to
consolidate. On July 2, 2001 petitioners filed a second
anmended pleading in the then-consolidated case; and on
February 26, 2002, the Board granted petitioners’ notion
for leave to file the second anended pl eadi ng, and
accepted petitioners’ second anended pl eadi ng.
Petitioners’ allegations in their five separate original
petitions to cancel, as well as the allegations in their
three separate first anended petitions to cancel, are
essentially the sane with regard to their asserted famly

of MASTER marks:® and in Cancellation No. 92030392,

affidavit accepted. The clained date of first use and first use
in commerce is July 12, 1993. This registration is the subject
of Cancellation No. 92030579, which was filed by petitioners on
April 4, 2000.

® In sone of the petitions and anended petitions to cancel,
petitioners pleaded not only their famly of marks, but also
made specific reference to certain of those marks (i.e.,
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br ought agai nst respondent’s registration for the mark
“Mast er Shiel d and design,”’ petitioners pled ChemRex’s
ownership and use of the registered mark SONOSHI ELD f or
“protective coatings, nanely, asphalt enul sion
wat er proof i ng and danpproofi ng conpounds and mastics.”®
In petitioners’ second anmended pl eadi ng referencing
all five consolidated cancellation proceedings,
petitioners referenced their asserted famly of marks,
and their only mark referenced separately is MASTERSEAL.
Petitioners did not assert any rights of ChenmRex in the
mar k SONOSHI ELD in their second anended petition to
cancel. Also, the only registration owned by respondent
specifically set forth in the second amended consol i dated

petition to cancel is Registration No. 1,885,743 for its

mar k “Mast er Proof and design.” Inasmuch as neither party

MASTERSEAL in Cancellation No. 92030319; MASTER BU LDERS
MASTERSEAL and MASTERTOP in Cancell ati on No. 92030392; none
separately pleaded in Cancellation No. 92030394; MASTERSEAL and
MASTERTOP in Cancel |l ati on No. 92030502; and MASTER BUI LDERS
MASTERSEAL, MASTERCRON, MASTERTOP, and MASTERPLATE in
Cancel | ati on No. 92030579).

"In this decision, the Board will not reproduce respondent’s
regi stered marks each tine they are di scussed, but rather, for
sinmplicity, we will utilize the word mark portion show ng the
two words through | ower and upper case letters (e.qg.,

“Master Shield and design”). But to be clear, all references to
respondent’s five involved marks are to the marks as registered
in the specific design formshown above.

8 Registration No. 1,963,339, issued March 19, 1996; Section 8
affidavit accepted; Section 15 affidavit acknow edged. The
claimed date of first use and first use in comrerce is April 1,
1974.
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guesti oned what was asserted as agai nst each of the five
registrations either in the separate pleadings or in the
second anended consol idated petition to cancel, and
because the record shows these matters were tried by the
parties, the Board deens petitioners’ second anmended

consol i dated petition to cancel
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to assert each and all of their alleged famly of MASTER
mar ks against all five of respondent’s involved
registrations, and we deemthat petitioners asserted
ChenRex’s rights in the mark SONOSHI ELD agai nst
respondent’s registration for the mark “Master Shield and
design.”

I n the second anended consolidated petition to
cancel, petitioners allege that Master Buil ders and
ChemRex are subsidiaries of SKW Trostberg AG (a Ger nan
corporation); that MBT Hol ding functions as the |egal
owner of certain intellectual property rights of SKW
Trostberg AG and its subsidiaries; that MBT Holding is
t he owner of eleven registrations for various “MASTER’
mar ks; that Master Builders and ChenRex are the current
i censees of the marks in those registrations; that
Mast er Buil ders has continuously used the marks in
connection with the manufacture, advertising and sal e of
“cement, concrete, nortar, grout, and masonry rel ated
goods” (paragraph 7) prior to respondent’s use of its
mar ks; that Master Builders has used and ChenRex
currently uses the mark MASTERSEAL in connection with the
manuf acture, advertising and sale of “waterproofing
coatings for application to concrete slabs” (paragraph

8); that petitioners’ eleven registered marks are “highly
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distinctive and are well known trademarks for the goods
of Petitioner Master Builders, Inc.” (paragraph 13); that
registrant’s marks “are simlar as to appearance and
commercial inpression [to petitioners’ MASTER marks], the
dom nant feature of each being the | ead word MASTER’
(paragraph 15); and that respondent’s marks, when used in
connection with its goods, so resenble petitioners’
previously used and registered trademarks, as to be
likely to cause confusion, mstake, or deception.?®

MBT Hol ding’s el even pl eaded registrations are the
fol | owi ng: *°

Regi stration No. 260,656 for the mark MASTERSEAL f or

“material to be applied to the surface of masonry to form
a colorless surface waterproofing coating thereon,”

® Petitioners’ second amended consolidated petition to cance

al so included a claimof fraud in respondent’s filings of
Section 15 affidavits. The Board granted summary judgnent on
this issue in respondent’s favor in an order dated February 26,
2002 (pages 6-7).

10 petitioners have subnitted proper status and title copies of
fourteen registrations under a tinely notice of reliance filed
in August 2002. In this regard, when a registration owned by a
party has been properly nmade of record in an inter partes case,
and there are changes in the status of the registration between
the tinme it was made of record and the tine the case is decided,
the Board will take judicial notice of, and rely upon, the
current status of the registration as shown by the records of
the United states Patent and Trademark O fice. See TBWP
8§704.03(b)(1)(A) (2d ed. June 2003), and the cases cited
therein. The Board hereby takes judicial notice of the current
status of four of the fourteen registrations on which either an
initial Section 8 affidavit of use or a Section 9 renewal becane
due during the interimtinme frame. Specifically, the status
thereof is as follows: Registration Nos. 385,340 (third
renewal ); 1,571,939 (first renewal); 1,819,616 (Section 9
renewal and Section 8 affidavit filed January 2004); and
1,965,706 (Section 8 affidavit).
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i ssued August 27, 1929; Section 8 affidavit accepted,
Section 15 affidavit acknow edged; renewed. The cl ai ned
date of first use and first use in commerce is August 1,
1927.

Regi stration No. 353,184 for the mark MASTERPLATE
for “material to be used as an ingredient for concrete,
nortar, and the like to inprove the properties thereof,
and particularly to inmprove the hardness, to increase
resi stance to wear and corrosion, and to | engthen the
life of
structures made therefrom” issued Decenber 28, 1937,
Section 8 affidavit accepted, Section 15 affidavit
acknow edged; renewed. The clainmed date of first use and
first use in comerce is July 12, 1937.

Regi stration No. 385,340 for the mark MASTERKURE f or
“materials for curing, hardening and inproving concrete
surfaces,” issued February 25, 1941; Section 8 affidavit
accepted, Section 15 affidavit acknow edged; renewed.

The cl ained date of first use and first use in comrerce
is August 15, 1940.%

Regi stration No. 823,891 for the mark MASTER
BUI LDERS for “cenentitious conpositions for producing
hi gh strength, non-shrink, wear and inpact-resistant
concretes, nortars, grouts and floor surfaces, and
conponents of such conpositions including mneral and
nmetal i c aggregates and col ored cenentitious
conpositions,” issued February 14, 1967; Section 8
affidavit accepted, Section 15 affidavit acknow edged,;
renewed. The clainmed date of first use and first use in
comrerce is 1909.

Regi stration No. 823,864 for the mark MASTER
BUI LDERS for “conpositions for inproving the qualities of
cenents, concretes, nortars and grouts; and in addition,
conpositions for curings, sealing, hardening, and
coloring concrete and nortar surfaces,” issued February
14, 1967; Section 8 affidavit accepted, Section 15
af fidavit acknow edged; renewed. The cl ai ned date of
first use and first use in comerce is 1909.

1 The registration includes a disclainer of the word “Kure”
because the original registration was for the mark “MasterKure,”
but the registration was anended on August 14, 1973 to the nmark
“ MASTERKURE. ”
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Regi stration No. 833,176 for the mark MASTERCRON f or
“material to be applied to fresh concrete to inprove the
hardness thereof, to increase resistance to wear and
corrosion and to col or sane,” issued August 8, 1967;
Section 8 affidavit accepted, Section 15 affidavit
acknow edged; renewed. The clainmed dates of first use
and first use in comerce are June 18, 1965 and July 26,
1965, respectively.

Regi stration No. 1,050,681 for the mark MASTERFLOW
for “dry packaged cenent m xtures, concrete m xtures,
grouts and nortars,” issued October 19, 1976; Section 8
affidavit accepted, Section 15 affidavit acknow edged;
renewed. The clained dates of first use and first use in
commerce are Novenmber 9, 1970 and Novenber 18, 1970,
respectively.

Regi stration No. 1,571,939 for the mark MASTERTOP
for “screedable, netallic-aggregate topping for
concrete,” issued Decenber 19, 1989; Section 8 affidavit
accepted, Section 15 affidavit acknow edged; renewed.
The clainmed date of first use and first use in comerce
is June 23, 1986.

Regi stration No. 1,819,616 for the mark MASTERTOP
for “coatings in the nature of polyner-based flooring
conpositions used for protecting and topping cenmentitious
floors,” issued February 8, 1994; Section 8 affidavit
accepted, Section 15 affidavit acknow edged; Section 8
affidavit and Section 9 renewal filed with the USPTO
January 29, 2004. The clainmed date of first use and
first use in comerce is January 14, 1988.

Regi stration No. 1,598,018 for the mark MASTERFI LL
for “epoxy or polyner-based joint conmpound used as a
filler for a wide variety of hone and industrial uses,”
i ssued May 29, 1990; Section 8 affidavit accepted,
Section 15 affidavit acknow edged; renewed. The cl ai ned
date of first use and first use in comerce is Decenber
19, 1989.

Regi stration No. 1,965,706 for the mark MASTERPAVE
for “chem cal adm xtures for use in inproving the
properties of cement, concrete and nortar,” issued April
2, 1996; Section 8 affidavit accepted, Section 15
affidavit acknow edged. The clained date of first use
and first use in comerce is January 13, 1994.

10
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MBT Hol ding’s two additional registrations nade of
record during trial are the follow ng: '

Regi stration No. 2,239,537 for the mark MASTER TI TE
for “waterproofing chem cal conpositions for articles of
wood, concrete, fiberglass, nmetal, brick, stucco and
masonry,” issued April 13, 1999. The clainmed date of
first use and first use in commerce is February 17, 1998.

Regi stration No. 2,510,468 for the mark MASTERPATCH
for “repair concrete and nortar m xes,” issued Novenber
20, 2001. The clainmed date of first use and first use in
commerce i s August 19, 1976.

In addition, ChenRex’ s registration pleaded in

Cancel |l ati on No. 92030392 and nmade of record is the
fol | ow ng:

Regi stration No. 1,963,339 for the mark SONOSHI ELD
for “protective coatings, nanely, asphalt enul sion
wat er proofi ng and danpproofi ng conpounds and mastics,”
i ssued March 19, 1996; Section 8 affidavit accepted,
Section 9 affidavit acknow edged. The cl ai med date of
first use and first use in comrerce is April 1, 1974.1%3

12 petitioners pleaded only el even registrations owned by MBT
Hol di ng. To whatever extent it may be necessary, the Board
specifically holds that petitioners’ second amended consol i dated
petition to cancel is hereby considered amended to conformto
t he evidence under Fed. R Gv. P. 15(b), thus now including the
thirteen registrations.
B Wth regard to the SONOSHI ELD mark, there is no stand-al one
product sold under the mark SONOSHI ELD; rather, ChenRex uses
SONCSHI ELD to identify a line of products and each product is
co-branded with a second mark. (Abrahanmson dep., pp. 39-40.)
The only el ement conmon to both respondent’s mark
“Mast er Shi el d and design” and petitioner ChenRex’'s nark
SONOSHI ELD, however, is the term“shield,” which plainly is
hi ghly suggestive in the context of the involved goods. W find
in view thereof that, when considered in their entireties, there
is no |likelihood of confusion as to the source of the goods sold
under the marks “Master Shield and design” and SONCSH ELD. No
further consideration therefore need be given to ChenRex’s
registration and asserted rights in the mark SONOSHI ELD

11
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Respondent filed separate answers to the petitions
to cancel, in each of which it denied the salient
al l egations of the petition to cancel and raised the
affirmati ve defenses of estoppel and acqui escence. In
addition, in the previous Board order dated February 26,
2002 (p. 8), the Board deened respondent’s answers “to
have been anended, by agreenent of the parties, to
i nclude | aches as an additional ‘affirmative defense.’”
To summari ze, the registrability issues in these

proceedi ngs are petitioners’ claimof priority and

12
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i kel'i hood of confusion and respondent’s affirmative

def enses of |aches, estoppel and acqui escence.

The Record

The record consists of the second anended
consol i dated petition to cancel (as discussed above) and
respondent’s answers to the petitions to cancel; the
files of respondent’s five involved registrations;
petitioners’ notice of reliance under Trademark Rul es
2.120 and 2.122 on various discovery materials, status
and title copies of thirteen registrations owed by MT
Hol di ng and one registrati on owed by ChenRex (the
registration for the mark SONOSHI ELD, as di scussed
above), and various printed publications and offici al
USPTO records; and petitioners’ testinony, with exhibits,
of the follow ng persons:

(1) Paul Abrahamson, ChenRex’s brand marketing

manager for the MBT TNR |ine of products;

(2) Dennis John Kell ey, ChenmRex’ s executive director

of marketing;

(3) Gary L. Culton, Master Builders’ technical

support person for the product marketing group;

13
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(4) Frederick Raynond Goodwi n, a senior devel opment
scientist at Degussa Construction Chemcals (a
sister corporation to Master Builders and ChenRex);

(5) John Christian Furniss, founder of Horizon

Paint, a distributor of ChenRex products;

(6) John Parke Boyer, Jr., Master Builders’ vice

presi dent of marketing (taken on July 19, 2002); and

(7) Paul A. Sonderman, respondent’s president and

chi ef operating officer (taken by petitioners on

August 19, 2002).

The record al so includes respondent’s notice of
reliance on petitioners’ responses to certain of
respondent’s interrogatories; the declaration testinony
of Karen P. Severson, an attorney in the |law firm of
Laubscher & Laubscher:;' and the testinmony, with exhibits,
of Paul A. Sonderman, respondent’s president and chi ef
operating officer (taken by respondent on October 24,
2002). During their rebuttal trial period, petitioners
submtted a “supplenental notice of reliance” under
Trademark Rule 2.122(e) on “printed publications (nore
particularly, Internet web site pages)”; the rebutta

testinony, with exhibits, of John Parke Boyer, Jr.,

14 On Decenber 31, 2002, the parties submitted a witten
stipul ation pursuant to Trademark Rule 2.123(b) all ow ng

14
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Mast er Buil ders’ vice president of marketing (taken
February 10, 2003); and the testinony of Peter A
Vi nocur, currently an attorney at Degussa Corporation,
and previously Master Builders’ vice president and
general counsel .

Both parties filed briefs on the consolidated case,
and both parties were represented at the oral hearing

hel d before the Board on COctober 24, 2003.

Evidentiary Matters

In their reply brief, petitioners raised for the
first tinme objections to the adm ssion of (1) the
decl aration testi mony of Karen P. Severson, and (2) the
testi nony of Paul A. Sonderman with respect to his
Cct ober 24, 2002 deposition, page 75, line 10 through
page 77, line 10, and page 80, line 14 through page 82,
line 9, all on the basis of |ack of personal know edge
under Fed. R Evid. 602, hearsay under Fed. R Evid. 802,

and hearsay within hearsay under Fed. R Evid. 805.

subm ssion of the testinony of Karen Severson by way of

decl arati on.

15 portions of both of the testinony depositions of Paul A
Sonderman and of the first testinony deposition of John Parke
Boyer, Jr., as well as exhibits related thereto, were filed
under seal as confidential. The confidential testinony and
exhibits fromthe Boyer deposition were utilized by petitioners
in their briefs (see, e.g., pp. 7-8 of petitioners’ opening
brief), thereby waiving the confidentiality thereof.

15
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The Trademark Trial and Appeal Board Manual of
Procedure (TBMP) explains that certain objections are not
wai ved for failure to make them before or during the
t aki ng of the deposition, and may be presented for the
first time in a party’s brief on the case. See TBMP

8707.03(c) (2d ed.

16
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June 2003). Clearly this policy contenplates raising the
objection in the plaintiff’s initial brief on the case or
in the defendant’s brief on the case, thereby according
the adverse party an opportunity to respond thereto.
These objections were untinely presented as petitioners
did not raise the objections until their reply brief.
Respondent then had no opportunity to respond in witing.
See Trademark Rule 2.128(a)(1). Objecting for the first
time in petitioners’ reply brief constitutes unfair
surprise to respondent in this consolidated case.
Accordingly, petitioners’ objections are denied as
untimely raised. O course, all evidence of record is
consi dered for whatever probative value, if any, it nay

have.

The Parti es

Respondent, Polynerica, Inc., was founded in Apri
1990 by four partners -- John Masters, Paul Sonder man,
Don MIls and John Del Proposto. It currently has about
25 enpl oyees total with about half at its adm nistrative

and research and devel opnent facility in Georgia and half

1 W also note that petitioners cited the above-nentioned
speci fic Federal Rules of Evidence, but did not offer any
argunent or other indication of how those evidentiary rul es
applied to the facts of the Severson declaration and the

17
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at its factory in Kentucky. Paul Sondernman descri bes
Pol ymerica, Inc.’s business as follows (second Sonderman
deposition, pp. 8-9):

We manuf acture polyneric coatings,

mat erial for resurfacing concrete and

wood. We make finishes for floors and

walls. And they’ re based on epoxy

conpounds and ot her elenents that go

into maki ng up either a decorative or

a functional part of a floor surface.

We go on top of concrete in just the

sane way that carpet goes on top of

concrete, tile goes on top of

concrete, and wood floors go on top of

concrete. And we go on walls just the

sane way as paint would go on walls,

only that it’s a nore durabl e product.

Respondent’s products are epoxy-based with a few
nm nor exceptions, one being a pol yurethane and anot her
being a vinyl ester, the latter of which still has an
epoxy backbone.

In its founding year of 1990, respondent began using
its marks “Master Shield and design” for an epoxy conpound
applied as a surface coating to restore and protect
concrete slabs, “MasterQuartz and design” for an epoxy
conpound applied as a surface coating to restore and
protect concrete slabs and floors, and “MasterProof and

design” for a waterproofing conpound for application to

concrete floors and decks. In 1993 it began using its

i nvol ved portions of the second Sonderman testinmony in this

18
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mar ks “Mast er Pi ece and design” for decorative thin-set
epoxy surfacing conpound and “Master Spec and design” for
epoxy material for bonding skid resistant materials to
har dened concrete.

The mark “Master Shield and design” was sel ected not
only “to give John [Masters] sonme recognition, but
because we wanted to denote the superior quality of our
product |line” and also use a termthat “expresses sone
aspect of that product line.” The gl obe design was used
as it “left the inpression of a shield, and it al so gave
an indication of Polymerica being a conpany that woul d
service the western hem sphere.” (Second Sonder man dep.
pp. 25-26, 66.)

Al'l of respondent’s goods are sold through sal es
representatives directly to the end users--specialty
contractors--generally in the industrial and comrerci al
mar kets, not residential.

Respondent’ s invol ved goods are marketed under these
mar ks t hroughout the United States, primarily through
trade shows, trade journals and direct advertisenents.
Respondent advertises through magazi nes and journal s

(such as Plant Services (especially for industrial uses),

Design Build (especially for comrercial uses), Journal of

particul ar consolidated case.

19
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Protective Coatings and Linings, Aviation Miintenance,
and Concrete Construction); trade shows (such as World of
Concrete, Design Build, National Business Aircraft

Associ ation, Concrete Specifiers Institute, and various
regi onal trade shows); and television.

Polynmerica, Inc. currently attends nore nati onal
trade shows than regional trade shows. Paul Sondernman
and Don M11ls and various sales representatives have
annual |y attended the World of Concrete trade show since
1990, when respondent had a hospitality room but it
began di spl aying at a booth at the show as of 1996. The
annual World of Concrete trade show takes place at the
convention center in Las Vegas and it occupies the entire
center plus additional tents outside in the parking area
to accommpdate all the groups in the industry. The show
is set up in different pavilions, e.g., repair,
equi pnment, conputer, and concrete. Respondent’s display
is in the repair pavilion.

M. Sonderman al so testified regarding the Concrete
Construction Buyers’ Guide, which is published by Hanl ey-
Wbod to acconmpany the annual World of Concrete trade
show. The buyers’ guide includes product categories,
manuf acturers and trade names. M. Sonder man expl ai ned

that the conpanies fill out a formlisting the products

20
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t hey provide and the categories they fit under. And he
poi nted out that the categories Polynerica is |isted
under do not include those of Master Builders and vice
versa. (Second Sonder man dep., pp. 77-80, and Exhibit
No. 21.)

The coatings sold under respondent’s “Master Shield

and design,” “MasterProof and design” and “Master Spec and
design” marks are particularly for industrial uses such
as factories, warehouses, and tank |linings, but with sone
comrerci al uses such as by retailers and supermarkets.
These types of products involve approval not through an
architect but nore by the plant engineers and purchasing
people. The product sold under the “MasterQuartz and
design” mark is a sem -decorative product and fits into
both the industrial and comrerci al categories.
Respondent’s desi gn polynmers offered under the mark
“Mast er Pi ece and design” are nore for high-end or
decorative comercial application of architectural
finishes for floors for places such as offices, hotel
| obbi es, shopping malls, and restaurants.

Respondent maintai ns a website which provides only a
general overview of respondent’s products without all the

techni cal specifications and warnings as to the

i ndi vi dual goods.

21
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The purchasers of respondent’s products are buil ding
owners, plant owners, contractors and architects, who
nmust be know edgeabl e about the products and the
conpetition. Respondent considers its conpetitors to be
mai nly General Polynmers, Stonehard, Dex-O Tex, HP Fuller
and Key Resins.

M. Sondernman established that respondent owns four
ot her registrations (which are not the subject of any
petition to cancel by petitioners). Those registrations
are for the marks shown below for the goods identified

t her ei n:

17

17 Registration No. 1,879,441 for “chemcal and heat resistant
surfacing material for concrete,” issued February 21, 1995;
Section 8 affidavit accepted, Section 15 affidavit acknow edged.
The clainmed date of first use and first use in comerce i s My
23, 1990.

18 Registration No. 1,885,742 for “stress-relieving epoxy joint
filler for concrete surfaces,” issued March 28, 1995; Section 8
affidavit accepted, Section 15 affidavit acknow edged. The
claimed date of first use and first use in commerce i s August 9,
1990.
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TtanMaster

20

Respondent’s annual advertising costs and sal es
figures were submtted as confidential and thus will not

be st ated

19 Registration No. 1,885,744 for “epoxy surfacing conmpound for
renovating and protecting concrete floors,” issued March 28,
1995; Section 8 affidavit accepted, Section 15 affidavit

acknowl edged. The clained date of first use and first use in
commerce i s Cctober 4, 1990.

20 Regi stration No. 1,906,988 for “inpact and wear resistant

pol ynmer surfacing conpound for concrete floors and surfaces,”

i ssued July 25, 1995; Section 8 affidavit accepted, Section 15
affidavit acknow edged. The clainmed date of first use and first
use in comerce i s Novenber 14, 1990.
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with specificity. However, suffice it to say that those
nunmbers have grown steadily in the 10-year period from
1991 to 2001.

Respondent is not aware of any instances of actual
confusion involving its and petitioners’ marks. M.
Sonderman testified that he understands petitioners’
products sold under their “MASTER’ marks to be “concrete
additives, flowcontrol agents, shake additives that
woul d be troweled into the concrete, but nostly additives
for the concrete or hardeners and densifiers of the
concrete that are added inmmediately while the concrete’s
bei ng poured and then incorporated into the concrete
itself.” (Second Sonderman dep., p. 64.)

M . Sonderman was aware of Master Buil ders because,
being in the epoxy conmpound business as it relates to
fl oors, one has to know what one’s product is going over
and, if it is going over concrete, it has to stick to the
concrete, so one needs to know what is in the concrete.

He also testified he knew of Master Buil ders because
he received a February 1, 1994 letter sent to respondent
(specifically addressed to “M. Paul Sanderman” [sic]) by
an attorney (M. Barry Sol onon, now deceased) at Sandoz
Cor poration (hereinafter Sandoz), then the parent conpany

of Master Builders, in which the attorney referenced
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respondent’s marks “MASTERSHI ELD, TROWELMASTER
MASTERQUARTZ, LEVELMASTER & MASTERPROOF, ” stating that

t hose marks woul d cause confusion with their marks

i ncorporating the term MASTER, includi ng MASTER BUlI LDERS,
MASTERFI LL, MASTERPREN, MASTERFLOW MASTERTOP
MASTERPLATE and MASTERCRON; and demandi ng t hat respondent
“cease and desist from further use of these infringing
trademarks.” Respondent’s attorney, in response, sent a
| etter dated March 1, 1994 setting forth the reasons
respondent believed there was no |ikelihood of confusion;
and on August 11, 1994 Sandoz’s attorney sent a fax neno
to respondent’s attorney stating “it was nice speaking to
you this norning regarding the trademark conflict

i nvol ving * MASTER mar ks [used by respondent and Master
Bui l ders]”; and that he was bringing respondent’s
attention to their registration for the mark MASTERTOP
for “coatings in the nature of polynmer-based flooring
conpositions used for protecting and topping cenetitious
floors” (Registration No. 1,819,615); and closing with “I
| ook forward to hearing fromyou.” Respondent did not
respond thereto and heard nothing further from Master
Bui | ders or their parent or sister conpanies until the
petitions to cancel were filed in 2000. (Second

Sonder man dep., pp. 55-60, and Exhibit Nos. 7, 9 and 10.)
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Petitioner Master Builders, Inc. was first
established in 1909 by M. Fleishiem a contractor, who
devel oped a cenent conposition to replace wood bl ock
floors. According to M. John Parke Boyer, Jr., Master
Bui |l ders’ vice president of marketing, the founder, M.
Fl eishiem |eft the contracting business and fromthe
1920s through the 1940s, the conpany devel oped a |ine of
cenent products, primarily floor products; and in the
1950s and 1960s the conpany began to sell the additive
product separately fromthe bagged cenent product.

Fl ooring, grouting and concrete repair remi ned key parts
of the business.

ChemRex is a sister conpany to Master Builders. As
expl ai ned by Dennis John Kell ey, ChenRex’s executive
director of marketing, SKW (a German hel d conpany)
purchased Master Builders and ChenRex, both of which
license the “Master line” from MBT Hol di ng, a conpany
whi ch holds title to and mai ntains various intellectual
property rights. Around 1999 or 2000 when SKW purchased
Mast er Buil ders, they already owned ChenRex. According
to M. Boyer, Master Builders’ “main brand was Master
Bui | ders” and ChenRex’s “main brand” was “Sonneborn.”

(First Boyer dep., pp. 84-85.)
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M. Boyer’s understandi ng of the history of how
Master Builders came to use “MASTER’ as a formative in
its trademarks is that it began with the original founder
of Master Builders, M. Fleisheim “using the name the
master built nmethod of flooring systenms and [he] finally
took the name for his conpany.” The “first products were
just called Master Buil der Concrete Floor or Filler,
Master Builder Grout, and there was no real effort at
t rademar ki ng, but just using the sanme descriptive sort of

thing.” The first efforts to trademark were under the

name EMBCO (phonetic letter “m” the letter “b” and “co
for conpany). Then in the 1920s, when the product range
began to wi den, “it becane necessary to have nore than
the sinple descriptive nanes”; thus, he began to
“introduce product nanmes using Master.” (First Boyer
dep., pp. 27-28.)

He acknow edged on cross-exam nation that he was not
sure of the name of the conpany when it began in 1909,
and he was not sure of why M. Fleisheimchose the name
“Master Builders.” M. Boyer also testified that his
under st andi ng of terms such as “master el ectrician” and
“master carpenter” is that it indicates the person using

t hat name has nastered the application area, and that it

is so recogni zed conventionally today. This w tness
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expl ai ned that his conjecture would be that M. Fleisheim
sel ected the nane Master Buil ders because it indicates
that if you hired him he has nmastered buil ding the
flooring systens he offered. (First Boyer dep., pp. 95-
96.)

M. Boyer’s testinony evidences (see, e.g., Exhibit
No. 13) use of petitioners’ various “MASTER’" marks, such
as MASTER BUI LDERS by at | east 1913; MASTERM X,
MASTERSEAL and MASTERTEX by at |east 1933; MASTERPLATE by
at | east 1968; and MASTERTOP by at |east 1998.
Petitioners’ wi tnesses Boyer and Kelley essentially
testified that the marks shown in the registrations
relied on by petitioners in this case have been in
continuous use as of the dates set forth in the
respective registrations. (Petitioners’ brief, p. 7.)

The Board notes, however, a few exceptions to the
above were the following: First, M. Kelley testified
t hat he believed the mark MASTER TI TE (Regi strati on No.
2,239,537) is not currently being used (dep., p. 13).
Second, M. Boyer testified the first use date for the
mar Kk MASTERSEAL was in 1927-- as set forth in
Regi stration No. 260,656, and for the two MASTERTOP
registrations the first use dates were those set forth in

the registrations, specifically, June 23, 1986 for the
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goods in Registration No. 1,571,939, and January 14, 1988
for the goods in Registration No. 1,819,616 (first Boyer
dep., pp. 21-23), but, in his rebuttal deposition he
testified that Master Builders first made an “epoxy-based
flooring, coating product line” in 1983 or 1984 under the
mar ks MASTERTOP and MASTERSEAL, and that he did not
“quite know how to understand that date [the date of
first use set forth in Registration No. 1,819,616 for the
mar k MASTERTOP]” (second Boyer dep., pp. 6, 19 and 24).
Finally, M. Boyer m stakenly testified to the date of
the Trademark Act of February 20, 1905 (Master Buil ders
bei ng founded in 1909) rather than the use date of August
15, 1940 for the mark MASTERKURE i n Regi stration No.
385,340 (first Boyer dep., pp. 23-24).

As part of Exhibit No. 24 (first Boyer deposition),
a “Master Builders Product Handbook” (Bates 002271)
expl ains that “the overall mssion of Master Builders is
to i nprove new concrete, protect existing concrete and
repair deteriorating concrete.” (Enphasis in original.)
M. Boyer testified that the business of Master Buil ders
is in four segnents -- add m xtures, flooring, grout and
repair products. He explains add m xtures as chemnicals

added to a cenent m x intended to nmodify the resultant
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concrete product.?

Petitioners’ products in this segnent
are those sold under marks such as MASTERPAVE and
MASTERM X.

Their flooring product is a surfacing (either cenent
based or polynmer based) which can be placed over
unhar dened or hardened concrete to protect against wear
(i mpact resistance), environnental damage, or cheni cal
danmage.

These “MASTER’ branded products include those sold under
t he mar ks MASTERCRON, MASTERPLATE and MASTERTOP, the
first two of which are dry m xtures that are trowel ed
into the surface of unhardened concrete, so that they
become an integral part of the concrete, and the latter
is a sealer or topping placed over the surface of
hardened concrete. The flooring product segnent also

i ncludes petitioners’ MASTERSEAL product.

In the involved industry, grouting refers to
“material placed into a confined space using ...the
flowability of the product. ...[I]t’s intended to go under
a piece of industrial machine or under a foundation to
support that weight that’'s above it...” (First Boyer
dep., p. 92.) This product is sold under the mark

MASTERFLOW

’l These are liquid chemicals according to Peter Vinocur.
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Petitioners’ repair products segnent relates to
concrete repair such as repairing a damged floor or
bal cony generally by filling cracks or repairing spalls
or replacing an entire section of concrete. Such
products are offered under the mark MASTERPATCH.

As further explained by M. Boyer, the Mster
Bui l ders’ “MASTER’ |ine of products have been divided
(since 1999 or 2000) and “the Master Buil ders protection
and repair product |ines are now marketed by ChemRex” and
the add m xtures are marketed by Master Builders. (First
Boyer dep., pp. 85 and 104.) That is, the add m xtures
are the full responsibility of Master Builders, while the
flooring, grout and repair products are the full
responsibility of ChemRex. None of petitioners’ various
“MASTER’ products are sold by both Master Buil ders and
ChemRex. Master Builders is now a wholly owned-
subsi di ary of Degussa Corporation.

Master Builders’ M. Boyer considers respondent to
be a conpetitor to Master Builders or ChemRex with regard
to their floor surfacing materials, which provide
“concrete protection.” (First Boyer dep., p. 111.) M.
Abr ahamson, ChenRex’s brand marketing nanager, also finds

the “biggest conflict” in the parties’ markets is

(Dep., p. 8.)
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“protection of any substrate that is in need of an
abrasion resistant coating, a chem cal resistant.”
(Abr ahanson dep., p. 33.)

Petitioners view their customers as being the
entities that literally purchase petitioners’ products,
and those custonmers are petitioners’ distributors. But
petitioners market their products not only to their
di stributors (direct custoners), but also to the end
users such as contractors, building owers, engineers and
architects. M. Abrahanmson (of ChenRex) expl ained that
ChemRex also sells its products to its distributors, and
the end users (e.g., contractors) buy fromthe
di stri butors.

M . Abrahanson testified that the end users of
petitioners’ products are the applicators that apply the
product, such as, water-proofers for MASTERSEAL products,
grouting contractors for the MASTERFLOW products, and
repair contractors for the MASTERPATCH products.

As expl ai ned previously herein, the confidentiality
of Master Builders’ sales and advertising figures has
been wai ved by petitioners. Petitioners’ advertising and
pronotional costs for a five year period (1996-2000) were

approximately $1 to $1.5 mllion annually; and the sales
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of its MASTER branded products exceeded $40 million over
that same period. (Exhibit Nos. 25 and 26).

Petitioners advertise through trade journals, trade
shows, and through their own distributor network,

i ncludi ng specific pronotional pieces highlighting
specific products.

Petitioners answered respondent’s interrogatory No.
26 regarding any instances of actual confusion as “None
determ ned to date. ..

However, Gary Culton, Master Builders’ technica
support person for its product marketing group, testified
that he works with a group of four to six people
answering calls about its products, how to use them what
types should be used in different situations, and the
like. He has been in his job for about ten years. The
group answers a total of about 150 calls per day. In
|ate 1999 or early 2000, M. Culton received a phone cal
fromone of Master Builders’ sales representatives,
expl ai ning that one of his distributors was |ooking for a
product called MASTERSH ELD, and could Gary hel p hi m out.
He did not recall any other inquiries regarding any
Pol ymerica product in the ten years he has been answeri ng

such calls; and he did not recall if he notified the
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“communi cati ons group,” although he would usually “pass
stuff like that along to them” (Culton dep., p. 11.)

Petitioners’ witnesses generally testified that they
did not beconme aware of respondent until around 1997 to
1998 or later. For exanmple, M. Boyer testified he first
becanme aware of Polynmerica at a World of Concrete trade
show and he first |earned that Pol ynerica used trademarks
that include the word “MASTER” in 1999 or 2000 because it
was brought to his attention by someone, although he
coul d not remenber whony Paul Abrahamson first becane
aware of Polynerica when he was notified in 2002 by his
| egal departnent that proceedi ngs herein were noving
forward, and apart from discussion with the | egal
departnment, he had no previous know edge of respondent’s
invol ved marks and if he did see any of Polynmerica’s
“Master” name products at the World of Concrete trade
show, he “didn’t pay any particular mnd to it.”
(Abrahanmson dep., p. 49); and John Furniss, founder of a
pai nt conmpany which is one of ChenRex’'s distributors, had
never heard of respondent before he talked to
petitioners’ attorney.

M. Peter Vinocur was general counsel for Master
Bui l ders from 1992-1999, and he is now chief | egal

of ficer of Degussa Corporation. He testified that at

34



Cancel [ ation Nos. 92030319, 92030392, 92030394, 92030502 and
92030579

Master Buil ders there was great concern if a third-party
used a mark with “MASTER’ especially if it was used in a
conpetitive market; and that the cease and desist letter
from Master Buil ders’ then-parent conpany Sandoz
Corporation to respondent woul d have been as a result of
di scussi ons between M. Vinocur and Sandoz’s in-house
attorney, M. Barry Solonon. He did not recall any other
steps to be taken against respondent in 1994 other than
the cease and desist letter; and M. Vinocur took no
further action. He was not aware of any further action
taken by Sandoz followi ng the two correspondences of
1994. Also, he had no further discussions with the
Mast er Buil ders’ business people between 1994 and 2000

when the petitions to cancel were fil ed.

St andi ng

Standing requires only that a party seeking
cancel lation of a registration have a good faith belief
that it is likely to be damaged by the registration. See
Section 14 of the Trademark Act, 15 U.S.C. 81064. See

al so, 3 J. Thomas McCarthy, McCarthy on Tradenarks and

Unfair Conpetition, 820:46 (4th ed. 2001). The belief in

danmage can be shown by establishing a direct comrerci al

i nt erest. In the consolidated case now before us we find
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t hat petitioner MBT Hol ding s ownership of and Master
Bui l ders’ and ChenRex’'s licensed use of the registered
mar ks for the registered goods suffice to establish each
petitioner’s direct comercial interest and its standing
to petition to cancel. See Cunni nghamv. Laser Golf
Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir.

2000) .

Priority

MBT Hol ding owns thirteen registrations, all for
vari ous “MASTER’ marks. Nonethel ess, priority nust be
proven in a cancell ation proceeding. See Brewski Beer
Co. v. Brewski Brothers Inc., 47 USPQ2d 1281, at 1283-
1284 (TTAB 1998). In this consolidated case, petitioners
have established continuous use in the United States of
several of the various registered “MASTER’ marks for the
goods identified in those registrations (such as
petitioners’ registrations for the marks MASTER BUI LDERS,
MASTERSEAL, MASTERPLATE, MASTERTOP, MASTERKURE,
MASTERCRON, MASTERFI LL, MASTERFLOW and MASTERPATCH), the
earl i est being around 1909 and the latest (but still
prior to respondent’s first use of sonme of its marks in
1990) being 1989. Petitioners have not established

priority with respect to two of their registered marks,
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MASTERPAVE and MASTER TITE. Petitioners’ proven first
use of MASTERPAVE was in 1994 and of MASTER TITE in 1998,
bot h bei ng subsequent to respondent’s first use of each
of its five registered marks (three in 1990 and two in
1993). Moreover, with regard to petitioners’ MASTER TITE
mar k, one of petitioners’ wtnesses, M. Kelley,
testified that that mark was no |longer in use. Thus,
petitioners have established priority as to all but two
of their registered marks. Respondent, in any event, did

not contest petitioners’ priority.

Li kel i hood of Conf usi on

Before we turn to consider the nmerits of these
petitions to cancel under the du Pont factors, we note
that the registrations petitioners seek to cancel are
prima facie evidence under Section 7(b) of the Trademark
Act, 15 U.S.C. 81057(b), of the validity of the
registrations, of respondent’s ownership of the
regi stered marks, and of respondent’s right to exclusive
use of the marks in commerce in connection with the
identified goods. Petitioners thus have the burden of
establishing evidence to rebut these presunptions.
Cancel l ation of trademark or service mark registrations

around which a |l arge and val uabl e busi ness has been
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created over the years should be granted only with due
caution. See Era Corp. v. Electronic Realty Associ ates,

I nc., 211 USPQ 734, 746 (TTAB 1981), citing to severa
CCPA cases, including Sl eepmaster Products Co. v.
American Auto-Felt Corp., 241 F.2d 738, 113 USPQ 63 (CCPA
1957); and Rockwood Chocol ate Co., Inc. v. Hoffman Candy
Co., 372 F.2d 552, 152 USPQ 599 (CCPA 1967). 2

Qur determ nation of |ikelihood of confusion is
based on an analysis of all of the facts in evidence that
are relevant to the factors bearing on the issue of
i keli hood of confusion. 1In re E. |I. du Pont de Nenmours
& Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See
also, Inre Majestic Distilling Conpany, Inc., 315 F.3d
1311, 65 USPQ2d 1201 (Fed. Cir. 2003).

The first du Pont factor we consider is the
simlarity or dissimlarity of the marks in their
entireties as to appearance, sound, connotation and
comrercial inpression. Initially, we note that
petitioners’ marks are registered in typed form and
respondent’s marks are conposite marks with each

consisting of a word portion and a design portion (as

22 Of course, a plaintiff’s burden of proof is not greater in a
cancel |l ati on proceeding than in an opposition proceedi ng. See
Cunni ngham v. Laser Colf Corp., 55 USPQ@d at 1848; and
Cerveceria Centroanericana, S.A v. Cerveceria India Inc., 892
F.2d 1021, 13 UsSPQ@d 1307, 1309 (Fed. G r. 1989).
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reproduced earlier). Although petitioners contend, and
have shown, that respondent sonetines uses the word
portions of its marks without the design features,® we
enphasi ze that we nust consider respondent’s marks as
regi stered, and that the overall question before the
Board i s whether respondent’s registrations for its
conposite marks should be cancel |l ed.

Respondent argues that the only common el ement of
the respective marks of all parties is the descriptive
word “MASTER’; that the suffix portions of each party’'s
mar ks are different, the presentati on of respondent’s
marks is different with respondent’s in | ower and upper
case, and the design portions of respondent’s narks
create conpletely different marks from petitioners’
mar ks; that the suffixes of all of the marks, as well as
the design portion of respondent’s marks, are the
dom nant features of these marks; that marks with a
descriptive elenment are entitled to a narrow scope of
protection; and that the marks of the respective parties
are dissimlar in sound, appearance, connotation and

conmer ci al i npression.

23 There is al so evidence showi ng respondent’s use of its marks
in the design formshown in its registrations. (See e.g.,
respondent’s Exhibit Nos. 30-34, |abels used on the containers
in which the products are shipped and sol d.)
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Petitioners, on the other hand, assert that they
have a famly of “MASTER’ marks; that the word “MASTER’
is the dom nant portion of respondent’s conposite nmarks
and is also the dom nant portion of each of petitioners’
word marks as the suffixes of respondent’s and
petitioners’ marks each suggest properties or uses
associ ated with concrete or cenent; that consunmers are
nost likely to renmenmber the word portion of respondent’s
mar ks; and that, when properly analyzed, the parties’
mar ks, al though having “some differences in appearance
and sound, ...in their entireties are simlar in
appearance, sound, and particularly in connotation and
commercial inpression.” (Brief, pp. 14-15.)

Clearly each of the involved marks of the parties
includes the word “MASTER,” but that is the only conmon
element. AlIl of respondent’s various “MASTER" marks end
in words different fromthe various suffix words used by
petitioners in their various “MASTER’ marks. 1In
addi ti on, each of respondent’s registered marks incl udes
a gl obe and banner or nmultiple |line design, whereas
petitioners’ marks are registered in typed form

Regardi ng petitioners’ asserted famly of “MASTER’
marks, it is well settled that mere adoption, use and

registration of a nunmber of marks having a common feature
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for simlar or related goods or services does not in and
of itself establish a famly of marks. Rather, in order
to establish a famly of marks, it nust be denpnstrated
t hat
the marks asserted to conprise the “famly,” or a nunber
of them have been used and advertised in pronotional
mat erial or used in everyday sales activities in such a
manner as to create common exposure and thereafter
recognition of conmon ownership based upon a feature
common to each mark. See J & J Snack Foods Corp. V.
McDonal d’s Corp., 932 F.2d 1460, 18 USPQd 1889 (Fed.
Cir. 1991); Wtco Chemcal Co. v. Witfield Chem cal Co.,
418 F.2d 403, 164 USPQ 43 (CCPA 1969); and Dan River,
Inc. v. Apparel Unlimted, Inc. 226 USPQ 186 (TTAB 1985).
VWile the record reveals that petitioners use and
advertise many of their “MASTER' marks together and
create common exposure of the marks to the consuners
(see, e.qg., petitioners’ Exhibit Nos. 14 and 24), the
problemwi th petitioners’ argunment is that the “famly
of marks” doctrine is based on the theory that the party
asserting the “fam|ly” has an exclusive proprietary
interest in the “surname” elenent which is common to the
“famly.” That is, the “famly” feature nust be

di stinctive, not descriptive or highly suggestive or so
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commonly used in the trade that it cannot function as the
“surnanme” of the “famly.” See Land-O Nod Co. V.
Paul i son, 220 USPQ 61, 65-66 (TTAB 1983). As stated by
Prof essor McCarthy, “in effect, the famly ‘surnane’ or

di stinguishing elenent is recognized by custonmers as an
identifying trademark in and of itself when it appears in

a conmposite.” 3 J. Thomas McCarthy, MCarthy on

Trademar ks and Unfair Conpetition, 823:61 (4th ed. 2001).

Thus, the question becomes whether the “fam |ly” feature
or “surnane” is distinctive enough to trigger recognition
in and of itself. See Spraying Systems Co. v. Del avan
Inc., 975 F.2d 387, 24 USPQ2d 1181, 1187 (7th Cir. 1992);
and Hester Industries v. Tyson Foods, 2 USPQ2d 1646, 1647
(TTAB 1987).

Petitioners’ witness Frederick Raynond Goodw n, a
seni or devel opnment scientist with Degussa Construction
Chem cal s (a successor-in-interest to Master Buil ders),
testified that in his position he devel ops new products
and supports and mmi ntains existing products; that he
provi des techni cal assistance to other parts of his
conpany (such as know ng how products are used and their
applications); and that in 2001 he was asked by his boss
to obtain information on respondent. \What he | earned was

t hat respondent used the prefix “MASTER” with a “suffix
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word describing some type of the application in a manner
simlar to what Master Builders or Degussa” does with
their marks; that “sonetines the descriptor nanme would
precede the word ‘master,’ sonetinmes it would follow the
word ‘master,’ and as always there were sone exceptions
to the rule.”; and that neither respondent nor
petitioners were one hundred percent consistent in the
make up of their marks for their “MASTER' products.
(Goodwi n dep., p. 11.)

In this consolidated case, it is apparent that the
term “MASTER” is, at best, highly suggestive in relation
to petitioners’ goods. W take judicial notice of the

Random House Dictionary of the English Language (2d ed.

1987) definition of “master” as “...8. a worker qualified
to teach apprentices and to carry on a trade

i ndependently.” In addition, one of petitioners’ own
wi tnesses stated that he “would conjecture” that it was
in that context that the nanme “Master Buil ders” was

sel ected, i.e., the founder had mastered building the
flooring system (First Boyer dep., pp. 95-96.) Thus,
the term “MASTER” is intended to relate to a | evel of
superiority in the trade. Also, there are of record

several third-party uses of the term“MASTER’ for goods
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in the same or related industries, which will be
di scussed nore fully later herein.

Nonet hel ess, petitioners’ argue that their “MASTER’
mar ks are “distinctive” and “not nerely descriptive”; and
that their evidence on the nature and extent of the sales
and advertising of their goods offered under their
“MASTER’ mar ks proves “the secondary meani ng attained by
Petitioners’ MASTER marks.” (Reply brief, pp. 7-8).

Despite respondent’s assertion that petitioners’
mar ks are nerely descriptive, this record does not
establish that as fact. However, the highly suggestive
nature of the term“master” in relation to the goods
involved in this consolidated case, coupled with nunerous
third-party uses, establishes that such termis not a
di stingui shing el enent which could function as the
“surnanme” of a “famly” of marks. Moreover, petitioners
have not pronoted the term “MASTER’ as the “fam |y
sur nane.”

Therefore, we disagree with petitioners’ assertion
that they have established a “famly” of “MASTER’ marks,
nor could petitioners establish a “fam|ly” of “MASTER’
mar ks due to the nature of the “surnane.”

We have considered the simlarities and

dissimlarities of petitioners’ various “MASTER' nmarKks
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individually vis-a-vis respondent’s various “Master
and design” marks, as registered. W find that
respondent’s marks are somewhat simlar in sound and
connotation to petitioners’ “MASTER’ marks, i.e., the
word portions each consist of the first word “MASTER’
with a suffix word (generally relating to the nature of
the application of that particular product), and the
connotation of “master” is simlar for the parties’
respective goods. However, the parties’ respective marks
are very dissimlar in appearance and overall comrerci al

i npression, specifically in view of the rather

conspi cuous and prom nent gl obe and banner or |ine
design, as well as the upper and | ower case lettering, in
respondent’ s marks.

“1t has frequently been held that trademarks,
conprising two words or a conmpound word, are not
confusingly simlar even though they have in common one
word or part which is descriptive or suggestive of the
nature of the goods to which the marks are applied, or of
the use to which such goods are to be put.” Smth v.
Tobacco By-Products & Chenical Corp., 243 F.2d 188, 113
USPQ 339, 340 (CCPA 1957) (BLACK LEAF and GREEN LEAF not
confusingly simlar for the sane goods). That is, the

fact that the marks share a common word or conmmon initia
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| etters does not necessarily nean that the marks as a
whol e project the sanme image or inpression. See O ay
Conpany, Inc. v. Avon Products, Inc., 178 USPQ 502 (TTAB
1973) (OLAND and OLAY not confusingly simlar for closely
rel ated goods).

We find that the dissimlarities in the appearance
and overall comrercial inpressions of the parties’
“MASTER’ and “Master___ and design” marks is a factor
that favors respondent. |In this consolidated case, the
dissimlarities between the marks, especially when
consi dered on balance with the other du Pont factors
di scussed infra, are significant. See Chanpagne Louis
Roederer S.A. v. Delicato Vineyards, 148 F.3d 1373, 47
USPQ2d 1459 (Fed. Cir. 1998). That is, the factor of the
dissimlarities of the parties’ marks weighs heavily in
favor of respondent.

Petitioners contend that their “MASTER’ marks are
strong because they have extensively advertised their
“MASTER” marks for over 75 years; they have spent about
$1.5 mllion dollars annually on advertising and
pronmotion over the last five years; and one of
petitioners’ distributors testified that if he saw
“master” on a product he would “call the ChemRex guy and

ask himif | could quote a Master Builders product.”
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(Furniss dep., pp. 15-16.) They also specifically
contend that their “MASTER’ marks are fampus based on
their sales and advertising figures, and their |ength of
use.

Respondent argues that petitioners’ marks are weak
and are not fanous because they are formed of the
descriptive word “MASTER’ and a descriptive suffix
relating to the particul ar product; and because there is
extensive third-party use of the term “MASTER” in
connection with construction products and services.

Petitioner Master Builders has clearly been in
busi ness for many decades, and it is clear that Master
Bui | ders and ChenRex together spend significant anpunts
of noney as licensees to advertise and pronote their
“MASTER” products with the result of significant sales
figures for those goods. VWhile this evidence establishes
t he success of the products at some level, it does not
prove the degree of renown of petitioners’ *“MASTER' marks
in petitioners’ product field. There is no direct
evi dence of consunmers’ perceptions of petitioners’
“MASTER’ marks. The testinmony of one of ChenRex’s
di stributors (Furniss) that, if he saw “master” in a
specification, he would call ChenmRex and ask if it was a

Mast er Buil ders’ product, is extrenely Iimted evidence
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of fame. As explained above, we find that petitioners’
“MASTER’ marks are highly suggestive marks. As
petitioners have acknow edged, their marks are a

conmbi nation of the word “master” and a suffix word to
hel p the custonmer understand the general application of
the product (e.g., MASTERPATCH is for repairs, MASTERFLOW
is for flowable grout). (First Boyer dep., p. 53.)

The highly suggestive nature of such marks is also
denonstrated by the several third-party uses of “MASTER’
on and in connection with simlar and rel ated goods.
Respondent has introduced evi dence show ng several other
“MASTER’ branded products and the use thereof in the sane
or related fields. |In her declaration, Karen Severson,
averred that she searched the USPTO s Trademark
El ectronic Search System (TESS), |ocating sone third-
party registrations for marks including the term “MASTER’
for the same or related products, and that she found
various corresponding Internet web sites show ng use of
the third-party registered marks, as well as other
I nternet web sites showi ng uses of other third-party
marks. The third-party registrations and third-party
uses to which she averred consist of the foll ow ng:

(1) printouts of pages fromthe

www. cust onbui | di ngproducts. com web site show ng
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“MASTERBLEND” used for “Thin-Set Mortar[,]” an “all-
pur pose thin-set for walls and floors. Contractor
preferred for its easy troweling and extended worki ng
time...” The products’ “Areas of Use-..concrete, nortar
beds, masonry”;

(2) printouts of pages fromthe www kcrmaster.com web
site show ng “MASTER MUDJACKERS” used for *“Midjacking,”
which is “a proven, cost-effective nmethod of permanently
| eveling m saligned, unlevel concrete slabs. By
i njecting nudjacking material under a |ower |evel
concrete slab, two uneven sl abs can be repaired to their
original condition” and this “innovative nudj acki ng
punpi ng system [was] designed especially for residential
and comrercial slabs”;

(3) printouts of pages fromthe
www. masterterrazzo.com web site of “Master Terrazzo
Technol ogi es LLC' showi ng “MASTERFLEX” used for a “100%
solids, flexible epoxy nmenbrane” “ideal for crack
detailing or full slab underlaynents to nmitigate
reflective cracking”;

(4) Registration No. 1,454,779 for the mark MASTER
BOND for “coatings for use on piping, process, equipnent,

floors, roofs, tanks,.” and “adhesi ves and seal ant s,

namel y epoxies...for all-purpose industrial use,” as well
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as printouts of pages fromthe www nasterbond. com web
Ssite showi ng MASTER BOND used for epoxy systens including
“curabl e polyner systenms for high performance coati ngs,
adhesi ves, sealants... They vary in thicknesses,

hardness, chem cal resistance, clarity...”;

(5) Registration No. 2,240,731 for the mark MASTER
VWHOLESALE for “retail store services specializing intile
and stoneworking tools and supplies,” as well as
printouts of pages fromthe www mast erwhol esal e. net web
site show ng use of “MASTER WHOLESALE Brand Products”

i ncludi ng “Master \Whol esal e Super Set Thinset,” which is
a prem um grade polymer nodified thinset nortar
consisting of Portland cenent, sand, and powdered acrylic
pol ymer additives..,” and “Rapid Fl oor Regular,” which is
a “fast setting, high strength dry polymer nodified
nortar that is designed to be m xed with water, no ot her
liquid additive is needed. This product is a cenent

based mul ti-purpose floor repair and | eveling conmpound.

n . 24

(6) Registration No. 2,019,330 for the mark

MASTERCHEM f or various paint products and “coatings in

24 W note that petitioners submitted evidence that an
application for the mark MASTER WHOLESALE was abandoned.
(Petitioners’ notice of reliance, attachnent 4.)
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"2 as well as

the nature of wood seal ers and protectors,
printouts of pages fromthe www masterchem com web site
showi ng use of “MASTERCHEM Manufacturing Excell ence in
Architectural Specialty Coatings” and clearly indicating
its uses include use on masonry and brick; and

(7) Registration No. 2,633,999 (issued to Conklin
Conpany, Inc.) for the mark MASTER GUARD for “coatings in
the nature of wood sealers and protectors” and
“petrol eum based asphalt coatings, asphalt priners,
asphalt fillers and asphalt patch,” as well as printouts

of pages fromthe www crsystensi nc.com web site show ng

use of such “Conklin

2> W are aware that the petitioners’ and respondent’s goods
relate generally to concrete. The record does show t hat
respondent al so provides its goods for wood, netal, tile and
fiberglass floors. (First Sondernman dep., p. 69.)
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Bui | di ng Products” as “MASTER GUARDO Asphalt Seal er,”
“MASTER GUARDO Pourable Crack Filler,” “MASTER GUARDO

Trowel abl e Crack Filler,” and “MASTER GUARDO Asphal t
Patch.”

I n addition, respondent’s president and chi ef
operating officer, Paul Sonderman, testified to an
advertisement for “StanpMaster Concrete Texturing Mats by
Tabco” which appeared in a trade magazi ne (Concrete
Construction) and which he contends shows use in

connection with concrete finishing products. (Second
Sonder man dep., pp. 76-77, and Exhibit No. 20.)2

Petitioners’ witness John Furniss (founder of the
Hori zon Paint manufacturing facility in Salt Lake City,
Utah and one of ChenRex’s distributors), when asked if he
was aware of any “MASTER’ branded products that were not
petitioners’ products, answered that one of the conpanies
he once worked for had a product called “MasterDecorator”
for paint. (Furniss dep., p. 22.) Petitioners’ wtness
John Boyer testified that he had heard of the mark

“MASTERBLEND’ but did “not know the situation of

26 The other two docunents conprising Exhibit No. 20 are not
probative of relevant third-party uses because the other
advertisenent is for a conpany in Australia, which is not

evi dence of perceptions in the Untied States; and the photograph
was taken in an airport by another enployee of respondent at a
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Mast er Bl end” (second Boyer dep., pp. 82-83); and that he
had heard of the mark “Masterflex” but he was not aware
of any action with regard to that mark by petitioners.
(Second Boyer dep., pp. 103-104.)

Respondent’s wi tness Paul Sondernman testified that
he is aware of a conpany called Master Terrazzo; that he
bel i eves Master Buil ders bought MNaught on- Brooks, a
supplier to the terrazzo contractor business, in the late
1980s; and that Master Builders spun off a conpany call ed
Master Terrazzo selling the McNaught on- Brooks terrazzo
products (and brands) to Master Terrazzo. (Second
Sonder man dep., pp. 34-37.)

Respondent al so pointed out that the Concrete
Construction publication includes (i) in the “Conpany
Directory” portion several names with the word “Master”
therein, including Mastercrete Construction Products,
Master Level, and Masterset Fastening Systens Inc.; and
(ii) in the “Trade Nanme Directory” portion several trade
names with the word “Master” therein, including “Master”
for both Arrow Master Inc. and DESA International Inc.,
“Master Craft” for Master Craft Industrial, “Master MXx,”

“Mast er Seal ” and “MasterTurf” for Seal Master |ndustries

time the witness does not remenber, and relating to a use of
“Master Builder” which he was only specul ati ng about.
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Inc., and “Mastercrete System 2000” for Mastercrete.
Respondent did not further investigate these particul ar
uses, however.

Petitioners filed with their rebuttal notice of
reliance printouts of web pages to show that the involved
parties’ goods are related, and (although not stated
therein) presunmably to show that at | east sonme of the
third-party conpanies were in businesses which
petitioners assert are unrelated to petitioners’ and
respondent’s goods, such as the manufacture and sal e of
concrete finishing and breaki ng equi pment (Arrow), and
pavenment nmai ntenance products (Seal Masters).

We are aware that M. Boyer expl ained that
petitioner Master Builders “and its affiliates’”
attorneys routinely bring marks to the attention of the
appropri ate people (including M. Boyer) for internal
di scussion. In particular, he testified that he
personal |y recall ed opposing a mark “MASTERCAST, ”
resulting in an abandonnent of the mark; opposing, then
purchasing the mark MASTER TI TE and licensing it back to
the former owner; perhaps opposing the mark “MASTER
WHOLESALE”; and opposing the mark MASTERCRETE.” (First
Boyer dep., pp. 81-82.) In addition, petitioners filed

in their first notice of reliance (attachnment 4) copies
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of a few official USPTO records, such as a photocopy of
an assignment docunent for Registration 2,239,537 to MBT
Hol ding for the mark MASTER TI TE, a photocopy of an
August 16, 2001 Board decision granting plaintiffs’
sunmary judgnent notion as conceded in Opp. No. 112,438
(Master Builders, Inc. and MBT Holding AGv. Blue Circle

| ndustries, Inc., involving the mark MASTERCRETE); and an
express abandonment of an application for the mark MASTER
VWHOLESALE (menti oned above).

The Board has in the past given weight to credible
and probative evidence of significant and unrestrained
use by third parties of marks containing elenents in
conmon with the mark which is the subject of the
proceedi ng on the ground of |ikelihood of confusion to
denonstrate that confusion is not, in fact, likely. See
Hi | son Research Inc. v. Society For Human Resource
Management, 27 USPQ2d 1423, 1431 (TTAB 1993), citing
Ml es Laboratories Inc. v. Naturally Vitam n Suppl ements
Inc., 1 USPQRd 1445, 1462 (TTAB 1986, anmended 1987).

Respondent’s evidence of third-party uses
establishes that the word “MASTER” is hardly a unique
termfor goods that are the same or related to the goods
i nvol ved herein. Therefore, it becones reasonable to

infer that purchasers have becone conditioned to expect

55



Cancel [ ation Nos. 92030319, 92030392, 92030394, 92030502 and
92030579

di fferent sources even when the goods and services are
sufficiently related to be attributable to one source.
See National Cable Tel evision Association Inc. v.
Anmerican Cinema Editors Inc., 937 F.2d 1572, 19 USPQ2d
1424, 1430 (Fed. Cir. 1991). The basis for such an

i nference has been established by the evidence of
significant use by third-parties of marks which include
the term “MASTER' as part of their conpany nanmes and al so
as trademarks for various products pertaining to concrete
additives, flooring, toppings and other rel ated
construction products. The relevant purchasers will not
assunme that all concrete add m xtures, flooring, grout,
seal ants, toppings, repair mxtures and other rel ated
construction products which include the word “master” as
part of the trademark under which they are sold are
invariably part of petitioners’ line of concrete additive
pr oduct s.

We therefore find that petitioners’ “MASTER' marks,
whi | e perhaps sonewhat well known, are not strong marks
entitled to a broad scope of protection and are not
fanmbus marks within the meaning of the du Pont factor
relating thereto. Such finding thus favors respondent.

Turning to the issue of the rel atedness of the

goods, rather than addressing each separate
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identification of goods in respondent’s five involved
regi strations and determ ning the rel atedness thereof
separately as to each of the identified goods in all of
petitioners’ registrations, we shall address this factor
in nmore general terms.

Respondent essentially argues that petitioners’
products are primarily concrete additives while
respondent’ s products are primarily concrete coatings,
and nmore specifically epoxy coatings and water proofing
conpounds that can be applied over concrete, wood, netal,
tile and fiberglass, and that sone of respondent’s goods,
as identified, include all of those uses.

Petitioners essentially contend that four of
respondent’s five identifications of goods (excluding the
goods in the “MasterPi ece and design” registration) and
twelve of thirteen of petitioners’ identifications of
goods (excluding the goods in the MASTERFI LL
registration) all recite that the goods are to be used
with concrete; that the parties’ respective goods are
closely related; and that the closest overlap with
respondent’s goods is with petitioners’ coatings in the
nature of polyner-based flooring conpositions for
protecting and topping cenmentitious floors sold under the

mar k MASTERTOP and their waterproofing coatings sold

57



Cancel [ ation Nos. 92030319, 92030392, 92030394, 92030502 and
92030579

under the mark MASTERSEAL. (Petitioners’ brief, p. 18,
Abr ahanmson dep., pp. 31-35.)

It is well settled that goods (or services) need not
be identical or even conpetitive to support a finding of
i kel'i hood of confusion; it being sufficient that the
goods (or services) are related in some manner or that
the circunstances surroundi ng their nmarketing are such
that they would likely be encountered by the sane persons
under circunstances that could give rise to the m staken
belief that they emanate fromor are associated with the
sanme source. See In re Peebles Inc., 23 USPQd 1795,
1796 (TTAB 1992); and In re International Tel ephone and
Tel egraph Corporation, 197 USPQ 910 (TTAB 1978).

It has been repeatedly held that, when eval uating
the issue of |ikelihood of confusion in Board proceedi ngs
regarding the registrability of marks, the Board is
constrained to conpare the goods (or services) as
identified in the involved registration(s) (or
application(s)). See Octocom Systens Inc. v. Houston
Computer Services Inc., 918 F.2d 937, 16 USPQ2d 1783
(Fed. Cir. 1990); and Canadi an | nperial Bank of Commerce,
N. A v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813

(Fed. Cir. 1987).
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In this case, respondent’s goods are primarily epoxy
coating materials which can be applied to concrete sl abs
and concrete floors and petitioners’ goods are primarily
additives for concrete mx. One of respondent’s
identifications of goods, “decorative thin-set epoxy
surfacing conmpound,” is not limted to concrete at all;
and two of its other identifications of goods refer to
protecting “concrete slabs and floors” and “application
to concrete floors and decks” Respondent reasonably
contends that the latter two identifications could refer,
respectively, to floors and decks nade of any product
such as wood or tile.

Nonet hel ess, it is clear that respondent’s
identified goods either specifically relate to concrete
applications or at |east include concrete applications
(e.g., “epoxy conpound applied as a surface coating to
restore and protect concrete slabs”). One of
petitioners’ registrations covers goods identified as
“material to be applied to the surface of masonry to form
a colorless surface waterproofing coating thereon.”

In reviewing all of the identified goods of the
parties, we find that they are sufficiently related that

this factor favors petitioners.
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We turn then to the du Pont factors involving the
purchasers of these goods, their sophistication, and the
channel s of trade. The record shows that respondent
sells its goods directly to specialty contractors (such
as plant engineers and architects) through manufacturers’
sal es representatives, while petitioners sell their
“MASTER” branded products to their own distributors.
Petitioners’ wi tness John Boyer testified that, as noted
earlier, he considers their custonmers to be the entity
t hat takes ownership of their products in return for
whi ch Master Buil ders receives noney, and that is the
distributor. He explained that the clients they market
to include not only their direct custonmers (i.e., their
di stributors), but also people who nmay be instrunmental in
det erm ni ng what product will be used (e.g., engineers,
architects). (First Boyer dep., p. 83.)

CGenerally, respondent provides its catal og and

product brochures to its sales representatives who in
turn provide themto the specialty contractors.
Respondent al so markets, as indicated previously, through
trade shows and magazi ne advertisenments, and it maintains
a web site. Petitioners market and advertise their goods
(as divided between Master Builders and ChenRex) through

trade shows, technical specification guides, nmagazi ne
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advertisements and direct mail. They also have web
sites.

We thus find that the trade channels of the involved
goods are simlar or at |east overlap, and that this
factor favors petitioners.

However, key du Pont factors in this case, and which
favor respondent, are the sophistication of the
purchasers and the conditions of sale of the goods.
Petitioners must show not that there is a |ikelihood of
confusion in the general construction field, but rather
that there is a likelihood of confusion anong the
custoners or purchasers for the parties’ respective
goods. See El ectronic Design & Sales v. Electronic Data
Systens, 954 F.2d 713, 21 USPQd 1388, 1391 (Fed. Cir.
1992). As the Court stated in the Electronic Design &
Sal es case, 21 USPQ2d at 1392: “Where the purchasers are
the same, their sophistication is inportant and often
di spositive because ‘[s]ophisticated consuners nmay be
expected to exercise greater care.’”

The purchasers and the ultimate consuners (e.g.,
pl ant engi neers, contractors, architects) are
sophi sticated. The products are sel ected by
pr of essi onal s and specifications for sone particul ar use

whi ch must be met by the product. In nmany instances, the
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sel ection involves specifications in a contract or an
architectural requirenent. The parties’ respective goods
are sold with | abels expl aining uses and setting forth
vari ous warnings, and there are technical data guides or
specification materials on how to properly utilize the
products. Even petitioners’ w tness Paul Abrahanmson
testified that for sonme of petitioners’ products special
training is required to install or use them (Abrahanson
dep., 43); and their wi tness John Furniss (one of
petitioners’ distributors) testified that his custoners
vary from an unsophi sticated house painter “who nay never
buy an epoxy,” to “the other aspect to that [which] is

the commercial end, the end that industrial floor

coatings is very likely to be used in, ...[and which
i nvol ves] a very sophisticated buyer.” (Furniss dep., p.
12.)

Even though the parties attend and di splay at sone
of the same trade shows (e.g., World of Concrete) and
bel ong to sone of the sane professional organizations,
t he purchasers who attend those trade shows and belong to
t hose professional organizations are highly sophisticated
and di scrim nating purchasers of the involved products.

In fact, it is clear fromthe publication Concrete

Construction, put out in connection with the World of
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Concrete trade show, that the parties are not |isted
under the sane product categories (and it is the parties
t hensel ves who pick the categories under which they are
to be listed). Thus, in actual practice, the parties do
not regard their products as being in the sane trade
cat egori es.

We find the dissimlarities of the marks, the
sophi stication of the purchasers and ultinmate consuners,
the technical nature of the respective goods and the
conditions of sale to be key factors in this case. These
factors, along with the evidence of third-party uses of
“MASTER" mar ks, perhaps explain the | ack of actual
confusion of the involved marks, which we di scuss next.

Wth regard to the du Pont factor relating to actual
confusion, the parties have co-existed since 1990 and
petitioners’ sales of its “MASTER’ brand products from
1996- 2000 have exceeded $40 mllion. Yet petitioners’
interrogatory answers indicated petitioners were aware of
no i nstances of actual confusion. Subsequent to that
response petitioners asserted one instance of actual
confusion, through the testinony of Gary Culton, a
techni cal support enpl oyee of Master Builders, who
received a tel ephone call in early 2000 from one of

Master Buil ders’ sales representatives stating he was
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| ooking for a product his distributor had inquired about -
- MASTERSHI ELD. M. Culton testified he would normally
route i nformati on about anot her conpany using “MASTER’ to
the appropriate staff, but he could not renenmber if he
had done so in this case.

This testinmony is insufficient to denonstrate actual
confusi on by purchasers or potential purchasers as to the
source of respondent’s and petitioners’ “MASTER’ branded
products in the marketplace. M. Culton sinply answered
a call fromone of petitioners’ sales representatives who
i nqui red because his distributor asked hi mabout the
“Mast er Shi el d” product. There is no indication that the
di stributor was confused as to the source of the goods.
The distributor (and the sales representative) may have
been aware that the “MasterShield” product was not
petitioners’ product. This asserted evidence of actual
confusion is of limted weight. Moreover, considering
the | ength of contenporaneous use and the relative
success of the parties’ sales of their respective goods
sol d under their respective marks, it is noteworthy that
t here have been no other reported instances of actual
confusion involving potential purchasers, purchasers or
end-users of the involved products. W are not convinced

on this record, as petitioners argue, that respondent has
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only relatively recently achieved success in narkets
closer to petitioners’ markets.

Al t hough proof of actual confusion is not required
to prove |ikelihood of confusion, in the circunstances of
this consolidated case, we find that the | ack of
i nstances of actual confusion favors respondent.

Finally, we consider the du Pont factor on the
extent of potential confusion, i.e., whether de mnims
or substantial. The record before us shows that there is
at nmost a de minims chance that consunmers woul d confuse
the source of petitioner’s goods and respondent’s goods.

There nmust be shown nore than a nere possibility of
confusion; instead, there nust be denpbnstrated a
probability or likelihood of confusion. See Electronic
Design & Sales Inc. v. Electronic Data Systens Corp., 21
USP@2d at 1391, quoting from Wtco Chem cal Conpany, Inc.
v. Whitfield Chem cal Conpany, Inc., supra, as follows:
“We are not concerned with mere theoretical possibilities
of confusion, deception, or mstake or with de mnins
Situations but with the practicalities of the comrerci al
world, with which the trademark | aws deal."” See al so,
Triunph Machi nery Conmpany v. Kentnmaster Manufacturing
Conmpany Inc., 1 USPQ2d 1826 (TTAB 1987). The Tradenark

Act does not speak in terms of renote possibilities of
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confusion, but rather, the |ikelihood of such confusion

occurring in the marketplace. 1In this consolidated case,
we find that the possibility or |ikelihood of confusion
is renote.

Upon bal ancing all of the relevant du Pont factors
in this consolidated case, and giving each rel evant
factor the appropriate weight, we hold that confusion is

unli kel y.

Affirmati ve Def enses

Al t hough we have found no |ikelihood of confusion,
in the interest of a conplete decision, we will now rule
on respondent’s affirmative defenses. The burden of
proof for the affirmative defenses is, of course, on

respondent.

Laches

The specific elements required to establish the
affirmati ve defense of laches are (1) unreasonabl e del ay
in assertion of one s rights against another, and (2)
material prejudice to the latter attributable to the
delay. See Lincoln Logs Ltd. v. Lincoln Pre-Cut Log
Homes Inc., 971 F.2d 732, 23 USPQ@d 1701 (Fed. Cir.

1992). “Laches is ‘principally a question of the
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inequity of permtting the claimto be enforced--an

i nequity founded upon sonme change in the condition or
relati ons of the property or the parties.’”

Bri dgestone/ Firestone v. Autonobile Club de |’ Quest, 245
F.3d 1359, 58 USPQ2d 1460, 1463 (Fed. Cir. 2001). There
must be not only unreasonabl e delay but sonme detrinent
due to the delay. (Reliance is not a requirenent of

| aches.)

Sinmply put, we find that petitioner Master Buil ders’
and its then-parent conpany (Sandoz) clearly had notice
of respondent’s use of its “Master __ and desi gn” narks
as of at |east February 1, 1994 when the then-parent
conpany sent a letter demanding that respondent cease and
desi st use of the marks “MasterShield, Trowel Master,
Mast er Quartz, Level Master and MasterProof” (three of
whi ch are involved herein). Petitioners’ delay from
February 1994 to |late March and early April 2000 when the
five petitions to cancel were filed constitutes an
unreasonabl e delay. It was Master Builders’ then-parent
conpany’s in-house attorney, follow ng discussions with
Mast er Buil ders’ then in-house counsel (Peter Vinocur),
who contacted respondent demanding that it cease and
desi st use of its “Master” marks as infringing

trademarks. Respondent’s attorney responded within one
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nmont h expl ai ni ng the various reasons respondent believed
there was no |ikelihood of confusion. This was foll owed
several nonths later by a menmo of August 1994 to
respondent’ s attorney wherein the then-parent conpany’s
attorney sinply stated that it “was nice speaking with
you this norning regarding the trademark conflict”;
specifically asserting the parent conpany’s ownership of
anot her registration, for the mark MASTERTOP for coati ngs
in the nature of polymer-based flooring conpositions used
for protecting and topping cenentitious floors; and
stating that he “l ooked forward to hearing fromyou.”
(Respondent’s Exhibit No. 10.) Petitioners made no

addi tional contacts and took no other action until the
filing of the petitions to cancel in 2000. Petitioners
conpl ain that respondent did not foll ow up as requested
in the parent conpany’s August 1994 neno; and that
respondent did not advise the parent conpany or
petitioners of the filing of its trademark applications
in 1994, all of which were published for opposition in
1995.2" Petitioners’ conplaints of inaction by respondent

ring hollow. ?® Petitioners offer no explanation as to why

2 No party filed either an extension of tinme to oppose or a
notice of opposition against any of respondent’s five marks

i nvol ved herein.

28 The burden was not on respondent to follow up on Master
Bui | ders’ parent conpany’s trademark infringenent concerns, but
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at |l east Master Builders did not take some further action
if it believed there was a trademark infringenment of its
“MASTER” marks. In light of the February 1, 1994 cease
and desist letter from Master Builders’ parent conmpany to
respondent, it is apparent that Master Builders was aware
of respondent at |east since sonetine prior to the date
of the cease and desist |letter which was sent only after
di scussion with Master Builders’ in-house attorney.
Respondent believed that the “trademark conflict”
was resolved, particularly after it heard nothing further
after the 1994 letter and nmeno, and its marks were
publ i shed and not opposed; and that petitioner Master
Buil ders’ and it’s parent conpany had no further interest
in the situation. Respondent had conmenced use of al
five of its involved marks (in 1990 and 1993) by the date
of the cease and desist letter in 1994, which referred to
only three of respondent’s five registrations petitioners

now seek to cancel.?

The record is clear that respondent
actively devel oped its business and its products, grow ng

fromsix sales representatives in 1990 to fourteen in

rat her action thereon would clearly be up to petitioner Master
Buil ders or its parent conpany or any other interested party
(e.g., sister conpanies).

2 Even when petitioners filed their five petitions to cancel,
they did not seek to cancel respondent’s four registered marks
whi ch use the term“Master” as the suffix instead of the prefix
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2002; and concomtantly increasing advertising and sal es.
Respondent has shown material prejudice attributable to
petitioners’ delay.
Accordingly, we find that petitioners’ petitions to
cancel are barred by the equitable defense of | aches.
Petitioners alternatively argue that the Board
shoul d deny respondent’s | aches cl aimbased on the
“doctrine of progressive encroachnment,” citing the case
of SCI Systenms Inc. v. Solidstate Controls Inc., 748
F. Supp. 1257, 15 USPQ2d 1299 (S.D. Ohio 1990), as well as
a 1917 Sixth Circuit case cited therein. (Brief, pp. 37-
38.) The facts of the SCI Systens case invol ving

trademark infringenment and

in the word portion of each mark, and utilize the sanme design
format.
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unfair conpetition are conpletely different fromthe
facts involved herein. Moreover, we are not convinced
that the “doctrine of progressive encroachnent” should
even apply in a cancellation proceedi ng involving del ay
by a party in seeking to cancel a registration before the
Board. (For exanple, in Board adm nistrative

proceedi ngs, we look only to the mark(s) as registered
(or applied for) and to the goods or services as
identified. See Octocom Systenms Inc. v. Houston Conputer
Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir.

1990) .)

Est oppel

The elenments required to establish the defense of
equi t abl e estoppel are (1) m sl eadi ng conduct (i ncluding
not only statenments and action, but also silence and
i naction) which | eads another to reasonably infer that
rights will not be asserted against it, (2) reliance upon
this conduct, and (3) due to this reliance, materi al
prejudice if the delayed assertion of such rights is
permtted. See Lincoln Logs Ltd. v. Lincoln Pre-Cut Log
Homes Inc., supra.

We find the silence and inaction of Master Buil ders’

parent conpany after the 1994 letter and 1994 nmeno to
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respondent, as well as each of the current petitioners’
conplete silence and inaction, to be m sleading conduct.
From the testinmony of petitioners’ own w tnesses, it is
cl ear that once nobst of these individuals became aware of
respondent (including one with first-hand know edge from
the World of Concrete trade show), they nonethel ess did
nothing to take any action agai nst respondent’s invol ved
five registrations prior to the filing of the petitions
to cancel in 2000.

As di scussed above, it is clear that respondent’s
busi ness grew steadily during the years of petitioners’
inaction due at least in part to respondent’s reliance
t hereon. The material prejudice to respondent is as
expl ai ned above in our discussion of the | aches defense.

Accordingly, we find that petitioners’ claimis

barred by equitable estoppel.

Acqui escence

Respondent acknow edges that the defense of
acqui escence requires as one of its elenents that a
plaintiff actively represented that a right or claim
woul d not be asserted; and that “to the extent that
acqui escence requires such an overt act, then the

acqui escence defense is withdrawn.” (Brief, p. 30.)
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Therefore, the Board considers this affirmative defense
wi t hdrawn. See Coach House Restaurant Inc. v. Coach and
Si x Restaurants Inc., 934 F.2d 1551, 19 USP@2d 1401 (11th
Cir. 1991). Respondent contended that the Board could
interpret “active representation” broadly to include
silence and tacit acceptance. But we decline to so
broadly interpret this elenment of acquiescence,
particularly in view of the fact that the |ast statenent
recei ved by respondent was one which “l ooked forward to
hearing fromyou.”

Deci sion: Petitioners’ consolidated petition to
cancel is denied on the nerits and is barred by | aches

and equitabl e estoppel.
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